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Sir: 

Applicant respectfully requests reconsideration and withdrawal of the holding of abandonment 
for above application 09/641,410, Edible Supports for Comestibles with Optional, Edible Mess 
Guards and Drip Guards, as the final Office Action is respectfully submitted to have been 
premature. 
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Request for Withdrawal of the Holding of Abandonment 

This correspondence is in regard to U.S. Patent Application SR Niutnber 09/641 ,4 1 0, Edible 
Supports for Comestibles with Optional, Edible Mess Guards and Drip Guards. Application 
09/641,410 is a parent application to several divisional applications. Patent Application SR No. 
09/641 ,410 was filed August 1 8, 2000, and is currently pending. 

Claims 383 - 416 are pending in the current application. Claims 403 - 416 are withdrawn from 
consideration as said to be directed to a non-elected invention. 

Applicant had sent a petition to th<; Director of Patents for the Withdrawal of the Holding of 
Abandonment under 37 CFR 1.181(a) for the above application on March 27, 2010, as Applicant 
respectfully submits that the Final Office action was premature and therefore improper. This 
petition has been denied. Applicant sent an appeal on September 10, 201 0. Applicant is now in 
receipt of a recent decision regarding the this petition. The appeal was also denied. 
The entire content of this first petition can be seen in the entry of 3/29/201 0, 51 pages. 

Applicant respectfully requests reconsideration and withdrawal of the finahty of the Office Action 
as it is respectfully submitted to have been premature. 

In support of this request. Applicant states the following: 

Regarding Election/Restriction: 

The Final Office action of July 9, 2009 stated: 

Newly submitted claims 403-416 are directed to a method of making a support, 
i.e., an invention that is independent or distinct from the invention elected 

in response filed Januar)' 18, 2003 to the ori^nal restriction requirement. 

Since applicant had elected a product and not the method of making in response to 
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ihe election requirement the method of making the product, i.e., claims 403-416 
are withdrav^ti froin consideration as bemg directed to a non-elected invention. See 
37 CFR 1 .142(b) and MPEP section 821 .03. Thus claims 403-416 will not be 
examined in the present ofBce action. 

Thus, claims 383-402 directed to the product, i.c., elected inventioa, will be 
examined in the pj-esent application. (Page 2) 

AppUcant's amendjnent necessitaied the new grounds of rejection presented in the 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
section 706.07(a). (Conclusion) 

A similar rejection had been made in the Non-fmal Office Action on 10/16/08. (Exhibit C) 

To the contrary^ Apphcant's restriction requirement on December 19, 2002 was to elect a 
SPECIES. The restriction stated: 

Applicant is required under 35 USC 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is 
fmally held to be allowable. Currently, no claim is generic 

Applicant is advised that a rettlv to this requirement must include an identification 
of the species that is elected consonant with this requirement, and a listing of all claims 
readable thereon, including anv subsequently added . (Exhibit A, last two paragraphs) 

Applicant elected SPECIES III in response to the choices of species given, i.e. Species i. Species 
II, Species IIL or Species IV. (Exhibit B, iirst paragraph) 

On 1/16/2009 Applicant response to the restriction stated: 

As of now. Examiner has not related to applicant how the method claim as filed in 
the RCE is patenably distinct from the generic claim. As far as applicant is aw^are. 
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method claims 345-348 includes all of the limitations of the generic claim. (Exhibit 
D, Response to NFOA) 

Where an application contains claims to a product, claims for a process specially 
adapted for (i.e. not patentably distinct from) as defined in MPEP section 
806.05(f) making the product, and claims to a process of using a product, 
applicant may be required to elect either (A) the product and process of making it; 
or (B) the process cf using. If the examiner cannot make a showing of distinctness, 
between the proces:> of using and the product (please see MPEP section 
806.05(h)), restriction cannot be required. (806.05 (i) Product, Process of Making, 
and Process of Using) (37 CFR 1.141 

Applicant respectfully submits that the final Rejection was premature as Examiner did not state 
any reason whatsoever of how Ap]Dlicant's claims 403-416 are distinct and directed to a non- 
elected invention, the burden of Examiner, as required, MPEP 806,05(f) Process of Making and 
Product Made; MPEP 808.01, below, and did not answer Applicant when Applicant asked for the 
reason for distinction. The OfSce neither took "note of" Applicant's argument nor "answered the 
substance of Applicant's argument. Thus the final Office Action is deficient because the Office 
failed to satisfy the requirements of MPEP section 707.07(f). 

Applicant respectfully submits that the Final Rejection was premature as Examiner also did not 
consider or respond to Applicant's argument a) that Applicant had elected a species which did not 
preclude Applicant from a method claim(s), b) that all of Applicant's claims were directed to the 
same invention, and c) no restriction between a product and a method had ever been made. 
(Exhibit D, Response to NFOA, first six paragraphs) (Exhibit F, response to Final) Examiner 
merely repeated in the Final Rejection that claims 403-^16 remained withheld. (Exhibit E, Fioa] 
OA, Election/ Restriction) Applicant continued to request withdrawal of the finality of the Office 
Action. (Exhibit G, response after final, entire page) 

Applicant respectfully submits that in the absence of such a reason, or example, of independent 
inventions or distinct inventions, or a specific example or reason why it would be a burden on 
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ejcaminer if restriction is not required, as above, that the withdrawal of Applicant's claims 403- 
416 from consideration was clearly improper. 

808.01 Reasons for Holding of Independence or Distinctness 

The particular reasons relied on by the examiner for holding that the inventions as claimed are 
either independent or distinct should be concisely stated . A mere statement of conclusion is 
inadeqtaate. The reasons upon whic;h the conclusion is based should be given. 

MPEP 803 Restriction When Proper 
II Cuideliaes 

Examiner must provide reasons or examples of conclusions but need not cite 

documents to support the requirement in most cases. 

CRITERIA FOR RESTRICTION BETWEEN PATENTABLY DISTINCT 

INVENTIONS 

There are two criteria for a proper requirement for restriction between patentably distinct 
inventions: 

(A) the inventions must be independent (see MPEP section 802.0L section 806,06, 
808.01) or distinct as claimed (see MPEP section 806.05 - 806.050) and 

(B) There would be a serious burden on the examiner if restriction is not required (see 
MPEP section 803.02, section 808, and section 808.02) 

Regarding Amendmetits to Specification: 

The final Office Action on page 3 stated: 

The amendment filed March 16, 2009, is once again objected to under 35 USC 132(a) 
because it introduces new matter into the disciosure. ... the term "^a composite material" as 
disclosed in the amendment would introduce new matter and change the description from 
"a candy bar'' to composite material candy bar" La paragraph [01 64] which is not the 
same as a generic term ''candy bar" as originally described. Therefore the amendments to 
the specification introduce new matter and the applicant is required to cancel the new 
matter in the reply to this Office action. 
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In response. Applicant for years has given evidence that the term "composite material" is not hew 
matter as "composite material" is recited in original claims 6, 19, 21-23^ on 8/18/2000. (MPEP 
608.0 1[(1)] Original Claims). Exaniiner continues to fail to consider Applicant's evidence. 
(Exhibit H, response to NFOA, page 2, first paragraph) Examiner's solution is to disregard 
Applicant's argument and repeat the rejection. Applicant respectfully submits that the finality of 
the Office Action is premature for the additional reason that Examiner fdled to consider or 
respond to Apphcant's argument tliat the term "composite material" is not "new matter"' as it is 
recited in original claims 6, 19, 21-23, as originally filed. 

Regarding 35 USC Section 112 (first paragraph): 

The Final Office Action states: 

In the instant case the term "composite material" as added to the claims introduce new 
matter as the term is not disclosed in the original disclosure and the introduction of the 
term "composite materiaP^as added to the claims introduces new matter as the term is not 
disclosed in the original disclosure and the introduction of the term "composite maleriar' 
changes the description of "'a candy bar" to " a composite material candy bar" which is not 
the same as a generic term "candy " as originally described. 

Applicant respectfully submits that the finality of die Office Action is premature for the additional 
reason that Examiner has failed to consider or respond to Applicant's argument that the term 
"^composite material" is not "new matter" as it is recited in original claims 6, 19, 21-23. (Exhibit 
I, response to NFOA, 1 page) 

Regarding 35 USC Section 112 (second paragraph): 

The Final Office Action states: 

Claims are indefmite for the recitation of ^'composite material." Applicant has not 
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distinguished between the terms in the specification and thus the claim as recited is unclear 
as to what is the scope of the term composite materiaL It is unclear whether the claim 
requires material that can fonna composite mor materials that are composites them selves 
or some other. The term '"coou^osite" recited is indefmite as it is unclear as to what the 
term composite refers to because even if a small part of edible support comprises a 
composite, then the entire support v^^ould be considered as a composite,,,'" 

Applicant respectfully submits that the finaHt>' of the Office Action is premature for the additional 
reason that Examiner failed to consider or respond to Applicant's argument that the term 
'^composite material" is a well known term in commerce, which Applicant is not required to teach 
and/or use and that the term ''composite material" is not ^Smdlear'" as it is well known since 
ancient times and is a well known term tised in commerce at least since 1912. (Exhibit J, 
response to NFOA, 1 page) 



Regarding 35 LSC Section 102: 

The Office Action states: 

Regarding claims 383-394, Musher (US 2,217,700) teaches ice cream (frozen comestible) 
on an non-frozen edible support structure or a composite support which has at least two 
edible discemable (i.e. perceptible) edible confectionary materials or components that are 
combined together to make the support, i.e., two constituent ingredient materials... as 
instantly claimed. 



Regarding Claim Interpretation: 

Applicant respectfully submits that the fmality of the Office Action is premature as the Office has 
taken an improper and unreasonable uiterpretation of the claim terms and for this additional 
reason. The Office has misinterpreted the claims to read a ''composite support^' when 
Examiner(s) are well aware that Applicant had disclosed, a support comprising an edible 
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''composite" or "composite materisd;' (Exhibit K, non- final Office Action, first Office Action on 
the merits, 5/23.^003, '\since the edible support ts disclosed as being a composite,,:"^ 

Regarding: State when Claims are Allowable: 

A) Applicant respectftilly submits that the finality of the Office Action is premature as while 
Examiner agrees that the support of Musher is entirely frozen, (Exhibit L - Final OA, 4/30/08, 
bottom/top of pages 18 and 19 respectively) and thus Applicant's claims are in fact not anticipated 
under section 102, Examiner has filled to state when claims are allowable. Thus the fmality of the 
Office Action is respectfully submitted to be premature for this additional reason. 

B) M^ile Examiner agrees with the definition of "composite material" in the Merriara Webster 
Dictionary (Exhibit M, child'divisional appUcation 1 1/903,722, 4/1/10, pgs. 8 and 9 of OA; page 
32 of Applicant's response 6/24/10, in view of "composite materiaf'and reference to Musher) 
which defmes that a "composite material is a "solid material," and thus Applicant's claims are in 
fact not anticipated under section 102, (Masher's unit structure is undeniably replete with holes) 
Examiner has failed to state wtien claims are allowable. Thus the fmality of the Office Action is 
respectfully submitted to be premature for this additional reason. 

C) Applicant's argument of how the structure of Feybusch (US 1,638,4880) does not anticipate 
Applicant's claims since it is not a solid or a composite material, as it at least requires crevices to 
drain melting ice cream away fi-om a user's hand when it is being eaten, had not been noted or 
answered. (MPEP 707.07(f) Answer all Materia) Traversed) (response to NFOA 3/16/09, page 
18, para. 5) i.e. no response to Applicant's argument) Thus the fmality of the Office Action is 
respectfully submitted to be premature for this additional reason. 

Regarding New Reference in Final Office Action not Necessitated by Amendment or IDS: 
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The final Office Action stated tliat A) Claim 391 is rejected under 35 USC section 103(a) as being 
unpatentable over Feybusch (US 1.638,480) in view of Lane et al. (1,690,984) hereinafter Lane. 

The Office introduced a new reference to Lane in the Final Office Action. (Exhibit N) This new 
introduction to Lane was '"neither necessitated by Applicant's amendment of the claims, nor based 
on information submitted in a an information disclosure statement filed during the period set for 
the in 37 CFR L997(c) with the fes set forth in 37 CFR 1 ,17(p)/' (MPEP 706-07(a)) 

Section 706.07(a) of the MPEP specifies the conditions under which the finality of a 
second or subsequent OfSce Action is proper, providing that: 

"Furthermore a second or subsequent action on the merits in any application or patent 
undergoing reexamination proceedings will not be made fmal if it includes a rejection on 
newly recited art, other than information submitted in an information disclosure statement 
filed under 37 CFR L97(c) with the fee set forth in 37 CFR L17(p) of anv claim not 
amended bv applicant or patent owner in spite of the fact that other claims might have 
been amended to require newly required art.'' 

Applicant's claim of an ''edible hollow confection length" was already on file as of at least 
7/30.^008, Examiner was able to present the reference to Lane et al, in the Non-final Office 
Action of 10/16/2008, but chose not to. Thus, Examiner's introduction of the brand new 
reference to Lane in the Final Office Action, not previously of the record, precludes the Office 
Action from being final. Thus the finality of the Office Action is premature for this additional 
reason. 

Applicant respectfully submits that even one of the above examples is ground for the withdrawal 
of the holding of abandonment. Applicant respectfully submits that the final Office Action was 
clearly premature and therefore improper. 

Conclusion: 
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In view of the foregoing. Applicants respectfully requests withdrawal of the finality of the Office 
Action of 7/9/2009, and thus the withdrawal of the holding of abandonment for the above 
application. Applicant also respectfully requests that Apphcant's claims 403 - 416 be considered 
along with the remaining claims, and that a new non-final Office Action be sent to Applicant, 

Applicant is most appreciative of the Office's kind consideration. 



71 Stonewall Court 
Yorktown Heights, NY 10598 
Tel. (914) 960-3506 

Certificate of Facsimile: I certify that on the date below, this document and referenced 
attachments, if any, will be faxed to the central fax number of 571-273-8300 to the United Stales 
Patent and Trademark Office "Commissioner for Patents" Arlington, Virginia 223 13. 



Very Respectfully, 




Alice O. Kiely 



2010 December 16, 




Alice O. Kiely 



Attachments: 



Exhibits A through N 
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For ihe record, applicant has not specifically addressed the election of species set fonh in 
the Office action mailed 5/2/02, paper no. 7 Ordinarily, applicant ts reciuired to elect om; or 
more species There is no statement that an election was not made since the amendment presents 
a group of claims to which the election is no longer relevant. However, this does seem to be the 
case 

In view of the preseniaiioi> of the new set of claims in the amendment tiled 6/5/02, paper 
no. 8, the election in paper no. 7 is withdrawn in favor of the following new election: 

This application contains claims directed to the following patentably distinct species of 
the claimed invention; 

Species 1. wherein the comestible has a support a.^ shown e g. in Fig K or 

Species II, wherein the comestible has a plurality of supports as shown e.i^ in Fits 35-.>*^J. 

and 

Further, election is also required between 

Species UL wherein the support is a composite support, as shown e.g. in Fig 1, or 
Species IV. wherein the support is a homogeneous support as shown e.g. in F[g 3 
Applicant is required under 35 U.S.C. 12 1 to elect a sinijle disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is fmally 
held ro be allowable. Currently, no claim is i^eneric 

Applicant is advised that a reply to this requirement musi include an identification of the 
species that is eleaed consonant with this requirement, and a listing of all claims readable 
thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsi\ e unle.«s accompanied by an election. 
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■•i^ By the above amendment. Applicant has addressed and elected 
the single disclosed Species III, aJbove, as required andeir 35 
U.S,C- 121, of "a c6mposite support^" and a listing of all new 
claims ("72-98) read^le thereon^ also above. 



Applicant has amended the claims of the above application to 
elect a single patentcible species - 



No new matter h^s been entered by way of amending the claims. 

I 

Conclusion | 

For the above reasons, applicant siibmits that the claims are 
now in proper form, and that the claiios all define a patentable 
invention. Therefore she submits that this application is now in 
condition for allowance, which action she respectfully solicits . 



Very Respectfully, 

Alice Mary CDonnell Kiely 
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DETAILED ACTION 

A request for continued examinatjon under 37 CFR 1 .114, including the fee set forth in 
37 CFR 1.17(e), was filed in this applicatton after final rqection. Since this application is 
eligible for continued examination under 37 CFR 1 .114, and the fee set forth in 37 CFR 
1 -17(e) has been tfnneiy paid, the frnality of the previous Office action has been 
wrthdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on July 30, 2008 has 
been entered. Claims 1-348 have been cancelled and claims 349-382 have been 
added. 



Note: To expedite prosecution applicant is requested toftjmish support for the subject 
matter recfted in the new and amended claims in the current application. Furthenmore. 



the applicant is requested 



to recite the claims such that the rejections made under 35 



use 1 12 in the previous office actions are corrected. 



j Electk>n/R0^ictions 

Newly submitted claims 3^0-382 are directed tp a method of making a support, i.e., an 
invention that is independent or distinct from the invention elected in response filed 
January 18. 2003 to the original restriction requirement. 

Since applicant had elected a product and not the method of makirg in response 
to the electton requirement the method of making the product, i.e., claims 370-382 are 

withdrawn from consideralion as beinq directed to a non-elected invention. See 37 CFR 

I 

1 .142(b) and MPEP § 821L03. Thus dalms 345-348 will not be examined in the present 
office action. I 

Thus claims 349-369 will be examined in the present application. 

Amendments to Specificcttion 

The amendment filed July 30, 2008 is objected to under 35 U.S.C. 132(a) because tt 
introduces new matter into the disclosure- 35 U.S.C. 132(a) states that no amendment 
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filed July 30. 2008 are addressed to the new claims and thus are moot In view of the 
new grounds of rejection. 

I) Regarding the support for the terms rejected under 35 U.S.C. 1 1 2, applicant has 
presented no comments and ailhough the applicant has removed the rejected claims, 
the newly added daims cbntinue to be unclear for the reasons of record. For expediting 
the prosecution in future, the applicant is requested to provide support in Hie original 

disclosure of the present application for future reference. 

I 

II) Appiicanrs remarks regarding Musher have been fully considered but have been 
responded in the previous office acHon dated April 30, 2008 not been found persuasive. 

Applicant's claim for new and unexpected results has been considered however 
apf^icanrs remarks have materials and ingredients that have not been claimed as such 
and the applicant also claims of obtaining unique r^ults by using commonly known and 
. used components , Further the remarks offer no new data or experimentation that 
provides any evidence of me unexpected results. Thus applicant's remarks are not 
persuasive and claims 249-269 are rejected for reasons of record. 



Thus applicants remade have been fully considered but have not been found 
persuasive and claims 319-344 have been rejects for reasons of record. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JYOTt CHAWLA whose telephone number is (571 )272- 
8212- The examiner can nonmally be reached on 9:00 am to 5:30 pm. 

rf attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Keith Hendricks can be reached on (571 ) 272-1401 . The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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preseat office action. 

Jn ccspoiuse: The restriction requirement for which a response was made on Jaouaiy 1S> 2003 was 
for the fbHowiog; 

Spedes I, T^*erein the ccMn^stible ha& a suppon as shown e.g. iaFig 1., or 
Species wherdn the comestible has a phirality of aipportS as shown e-g. in Gi£ 35-39 
Further election is a3so requfrtd between 

Spedes IH, wh&reiii suJport is a compositB support, as showfj e.S- i" 
Species fV Tvfaerean the support is a hompgenous support as dsowa e-g. in Fig. 3 

Applicant elected Spedes ECI, "composite support.' As may be seen above, there was no 
. reqwremcnt fbt restiictioii of axw method claim by an Examiner. 
The requirement for restncijion of 5/02/2002 also did not reqiiire any restriction regardaxig \ 
method ckum: Jn additioii, all previous claims for the above applicadon bad beeo <aftceicd. All 
present daims (after RCE) are directed to the same inverttioii as elected in spedes .TH as aUowed. 

37 CER 1 . 142 etttittes applksant to claim additional species that tjichides the limitatioiis of a 
generic daim. As of now, Exaomer has mrtrdated to apjrficant how the method dann as filed in 
the RCE is patfioiably drstioct firon the geoenc daim. As far as appiicant ts aware, med»3d claims 
345-34« iTKhides aH of the iiaiitations of the gcocric ciaixn. 

Tliere is no legal justificatioii ft>r the Hcctioo/Etestrictioa otyection and the prermse that,, "Thus 
claims 345-3^8 ^370-382) wilJ joot be examined in ihc present office acdon." Wrthdrawin^ 
Applicant's clftknsfi'om consideration is deJay of prosecution and prgudicM. Applicant 
respectfully n?qucsts removal of the ot^ecdcn and cxaminaiion/reiTistatement of all pending claims 
349-383 for the above claims, as written. 



Odim 7%cje^ions - 35 OSC section IJ2 <first paragraph) 

The exaimner states that drnms 3 68 and 369 are rqected under 3 S USC 1 12, first paragraph as 
faiiins lo comply with the enablement reqidnement. lathe instant case claim 368 as recited is non 
enabled as there is no disclosure either in the clakn or in the spcdScation ^»ut what means or 
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Art Unit: 1794 

DETAILED ACTION 

Applicant's submission filed ori March 16, 2009 lias been entered as connpliant. 
Previousiy examined daims 1-382 have been canceiled, and all new daims 383-416 
are added to the current apDiication. Claims 383-416 are pending and examined in the 
current application. 

Note: To expedite prosecution applicant is requested to furnish support for the subject 
matter recited In the new and amended claims in the current application. Furthermore, 
the applicant is requested to racite the claims such that the rejections made under 35 
use 1 1 2 in the previous office actions are corrected, 

Election/Restrictions 

; ; : I ^^e>wly subnnitted claims 4C)3"416 are directed to a method of making a support, i.e., an 

inventbn that is independent or distinct from the invention elected in response filed 
January 18, 2003 to the original restriction requirem^t 

Since appiicant had elected a product and not the method of making in response 
to the election requirement the method of making the product, i.e., daims 403-416 are 
withdrawn from consideratton as being directed to a non-elected Invention. See 37 CFR 
1 .142(b) and MPEP § 821 .03. Thus daims 403-41 6 will not be examined in the present 
office action. 

Thus, clatms 383- 402 directed to the product, i.e., elected kivention, will be 
examined in the present application. 

Amendments to Specificaiian 



RECEIVED 
914 245^661 ^^NTR/y^^FAX CENTER 

DEC 1 6 2010 

Page 2 



The amendment filed March 16, 2009. is once again objected to under 35 U.S.C. 132(a) 
because it introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no 
amendment shall introduce new matter into the disclosure of the invention. The added 
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Remacrks CeoeraJ 

Regarding £iecticm/RestricCMHt 

Clain«403-416 are said to be rqectcd as b^g indepexrfeat or distinct from the mveotkm elected 
in Teq>oose fUed January 18, 2003. 

The i«xml Jiaws that NO restr icaoin of a pro^ 

ArttoD for The above appUcalicm- As far as Applfcant is aware, cboosiDS » specwss does not 
pceehide ot» fiom mctudine a method cfaiin(s> if il is not independem or distfact from the elected 
Sec fi^ e««aplc: 35 USC Sectioti lOI" 35 USC Secdoa 1 12(6). As for tite present instant 
rqecdoo, Exaininsr has made no attempt to say ho^ 

AppEcairt's "ataminecr claims, as required, aiid therefore the rejection is improper for ai least Has 
reason. 

AppKcant camwt properly res^jond to this all^oo. C1«PH» ' 706.07(a) 

Examfcer's lestrictioD is «ap«>per. MPEP 808-02. AppBcant theiefow respect&By requests 

vnihdrawai of fee objection luid reooasideratSon and aBowance of the mrtbod ctehns. 

Regtmiijig AmeBd ments ta Spedficatioa; 

Thepro^scdameodmenls toihe specification have been otgected to ui«ler 35 USC I32{a) as 
eaidioi«ttoduce^«;rtter into the disclosaire. Ite added material 

supported tl« original fisdo5«re is as follows: the addition 

said to cha»s* the description ftom "a cancfy bar to "a composite material 

not the same as a generic temi "candy bar" as origioally described. 
Aprfic«ntrespectfiiIiyd.sagrees.l«td»te™«olosy«<omp^ 

3„«ndmentiscew matter. Tl«.t«n-COmpositer™iar is discl^ Inoriginal^ 6, 19^23, 
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ftemarbs General 



AKificam respectfijUy mpiesls viithdrawal <rf'tlie BnaEty of the OfEke Actioo, ance it is aoted to 
be improper. 



The rinafity of the Office ActUMk is Improper 

FTatnii ifrt- <»«pacrs rn irnpnse imjiBtaied leiecDons vtihoat aatyfiKmai evidence. 
Exanmier has also jatrodoced a new reference to 1^ 
Office Action is improper. 

It is of the recwrd that exHURner has at least: 

1>. Not madea pnma ferae case of a "non-dectedinventkiBr (burden of exanHner) Le. has not 
artiCHlated an dtEniBiive TiieUiod to Appli^ 
CseeMPEP § 707.07®). 

2).Notinadcapriira fiuac case of new matter for aratmdBients to specification <lwr<lea of 
exan&Dor) wdien AppBcant had cJaimed oomporile mamia. * r>qHH^^e4 ^ 
M> 21 22. and 23. or enabteaMit with Ksaidto page 2: 35 USC 132(a) and 35 USC section 112. 
fiist paragraph, ofiier thana generic MPEP pars^irapt slated waectioii. which is not a sufficient or 
k^v^ reason (see 35 USC ]32(a>. . ; 

i> Not made * primafeciecaseof«nlic^ati«i (burden ofexamiBerJ ouer the known merits of 
fi^p^&asiars tfUtos wilb resanl to tbe trfbrencc to Musher<2^ 17.700) (1939). TWs includes, bat 
is not Emiled to. "Rfiftrence V" seat by Exanrin^ Chwla to Apirfiont (Memam Webster 3 
pasesi attached) wteretheFTO says a 'composite material- is a S^n^SlM' and the unit 
stracture of JVtoAer is ai^ihing but s<*d. O-c. Ssd vfiiii 

Assucb. ApplkaffltcamKKpiopeifywapoaltotbeaeaJte^^ Thusthefinaliiyof tbeCMBce 
Action isin,m>per.<MHEP ' 706.07(a); MPEP 808.02. Aceorfinsly. AppEcaufsamendoMOtsto 
die dakns ittclijeceftw proper. AppKcairt is ennlted to a means cl^^ 



nietltod dmms. bdow, unless proven otherwise by examiner 



Exannaerlias not prowBQ otherwise. 



Apptcantlherefitfe icspectfotty leqoests raco^ and removal oftbe Final OfiSce ArtioB. 
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Rentarfcs - General 

Appiicant submits that all daims dearly define novel and imobvious subject matter over each and 
every reference and any conibuuuLiOEi thereof. 

Ameadmeats to Specification 

Examiner stated thai the amendment filed July 30, 2008 is objected to under 35 U.S.C. 132(a) 
because it inlroduces new miatter into the disclosure. 3S U.S.C. 132(a) stales thai no ameoriment 
shall mtroduce new matter into i*e disclosure of the invention. The added m^erial which is not 
Supponed by the origioal <fisc3osure is as foSows: the addition of "conipo^ material" in 
•par^raphs [0043] [0044] and (0166], which was not disctosed m the ^>0cificartion as originally 
filed and has also been added to claims. The term "a composite material" as disclosed in the 
amendment would introduce necv matter and change the descHfrtion from "a candy bar^ to "a 
composite material canc^ bar" in paiagra;^ [0164] whic^ is not the same a$ a g^ieric term "candy 
bar' as originally described. Tb^^efbre, the amendmems to the ^jedllcation introduce new matter 
and the applicant is required to cancel the new ntatter n the reply to this Of^C^ Action. 

See 60S-010) Origioid Claims In estatMT^ing a disclosure, applicant may r^y not only 
on tno ctescn'ption a/KJ drawing as filed t>iA also on thejaag^rT^o^ozzs ^ *^ contertt 
justifies ft. 

Where subject nraatter not shown in the drawing o r descrfoe d in the cfescription is 
ctaimed in the appHcation as filed, and ^uch onginal daim itself constitutes a ctear 
cflsdosure of this subject matter, then the clainn stiould be treated on tts ments, ano 
requirement made to amend the dr a wtfina and deserlotion to show this subiecfc ^^ S . 
The c^awn ^ould not be attacted either by objection or rejecfion because this suDj^ 
matter is Igrtsking in the drawing »id descriptfoa It is the dra^Am^fl and descnption that 
are defective, not me daim. 



In response, as said m previous responses to oJaSce actions, correctins the specification to reflect 
what is in the ori^al cfaims^ as filed, is NOT introductLon of new matter, 
A|^licaitt*s ^Qiml disclosure Augu^ 18, 2000. ilhistrated and rerfted, ''a composite m^erial." 
The mere tncntion that "composite material" chaises the description fix>m a -candy bar^ to a 
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"composite material candy bai* is not sufScienl for a prima fecie case^ of r^ection under 35 USC 
132(aX and is moot. Apfdicant's i^ngitnal daims 6, 19-23 recite: ** wherein said support cpmpnses a 
composite material." I>rawmg$, itite t&rtas "composite support 62^ 62A... Milky Way Bar, Snickers 
Bar, etc.," "composite candy bitr^ tikfougtxout the spedb&cation, and PTO date stamped 
disclosure documents 1994. 1 996. 1999 showu^ and testing of composite material candy bar^ is 
direct and Actual evideDce of a support compri^g "a composite matenal." Exarruner has &iled to 
satisfy its burden to articulate a prima fecie case. Wrthotrt adequate evidence of the basis of this 
rejection, "d^e burden to rebut thi^ rejection with e^odeoce andtor argtcment has not jrct shifted to 
App^cant. A^pficant has evicleni^e in the original claims and in the specffication. Examine does 
not show suffrdent evidencej to vhe contraiy. 

NIB. Readmg tbc specificatioit sliom a 'composite matexiai candy bar:** 
[01951 ^ of some suitable^ supports, are as follows: 

[0196] composite candy hrar wf(W caramef, whipped ohocoiat^ rtOu^af which t3 dipped in 
chocolate | 

[0197] cxtfnposite candy bar 'mth an elongated cookie strck, mth caramei on fop of the 
caramel, which is then dipped in chocolate 

f019 aT composite candv bar with chocolate, nuts afMl riougat inside 



See MPEP s»»:tlon 2164/FiJrthBnniore, wvhen the subject matter is no! in the specSicaticn 



portion of the application 



as fifed twt is in the claims, the ilmilatton In and of itself may 



enabre one skiliecf in tiia art to m^e &niei use the claim coniaMng the fimrtation. When 
claimed subject matter fs [only presented in ttie claims and not in the specification 
portic»> of the application, tho speci^caik>o shoukf b& (Ejected to ^riackmg the 
fBQiJfsiie support fyr the daim^ subject matter using Form Paragraph 7, 44. See MPEP 
§ 216S-0S, This is an objection to the specffication cn)y and ensblement j$$ues should 
be treated separately/' 2163.06: Hie claims as filed rn the orioinal specification are 
part of the disclosure ^la therefore, rf an aroficatton as originQllv filed contain s a ctakn 
disclosino material not dikrtosed in the remainder of the specification. fflQ BPOtfcarrt 
way amend the sp&cMcaikm to ifw!ttd& tho cl^kned subject maften '"' 

Bxaminer thus admits that tlte terms "composite support ^2 J* and "composite support 62 A..." is 
interchangeable, or one in the same; fer the term "composite material support 62, 62A. , or 
othenwse would have asked for a correction of the specification id the ftrst office action in view 
of oitgUial daims 6> I9^23» and bH the recitations of composite support 62 and '^composite ca^dy 



I 
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apparatus or equipment is empkyed to m^e a support for a frozen confectioa as redted, 

Qaim 36$ had already been corrected to recite: A si^port for a finoz^ come^tiWe compn^s a 
matq-tal comprising two ediMe iagredieDt materials, and means for maJdog said aipport. Qam 
369 is dependent upon claim 363 and is enabled- In addition, no disclosure of means or apparatus 
or equipm^ is required for a means cimrn. (36 U.S-C. 112. sixth paragraph) 

R^arding the term con^site maftenal: 

"Ite term •'composite EnatedaT* as added to the claims is <^jected to as introducing new matter as 
the term is not disclosed in the original disdosure and the mtToduction of the term ^'composite 
materiaT changes the descripOoa of "a caiu^ har^ to "a composite mat^al candy bar," wluch is 
not the same as a ^neric term 'candy bar as onginaily describedL Therefore^ the amendments to 
the claims iotrodiice ne9f^.mattei'.and tlKs appHcant is required to canc^ the new matter in the reply 
to this Office Action. 

As above, i^ aniendinents to sp<?dficBdon» the term "composite materiaT does not add new matter 
to tte claims. The tenn **campc^ materia" had redted m oiigjnai claims 6, 19-23 . 
according to 608.01(1) OrigiRJil Claims In establishing a disclosures applicant may rely not only 
on the description and drawing asfited but also on tha oTi^nal claims if then- content jusrifes it 
and also caDsuttMPEPsecHon 2164. The origpcixal claims are part of the original disclosure and as 
such is not flew maner. Also, the specification spedficaily redtes compossie candy bar , 
comprising two Logr^^eat rr^^r^i^ as above. A bar that is a composite is a composite material 
to one skilled in the an. Applicant is not required to cancel the tenon "composite matenaT from 
thedaims. 

R^rding section 112 Second Barftgraph 

Exannner has rejected cIiujds 349-35^ as being unclear for the recitation of "comprising a motenal 
con^Mising two edible ii^rtdicnt materials" as it is unclear as to what is encompassed by the terms 
"ingredient" and "material" and ^njgredicnt materia]'' as it is used in claim 349. Exaaiiner states 
that it 'is unclear as to how each of the terms ''tngredienf and material are diflferem from 
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Applicant. There is no requirenKi.Tt tlwit p^axt applicant teach die xncanin^ps of every day widdy 
u$ed known terms, including tbe tesrm 'composite niatenal-'* 



Claim one of United States Patent 6,815,066 to EHiotr (November 9, 2004) recites 
. 1, A cpmposite conapri^ng tun| 3 Siea. tin and a polyfluorinated hydrocarbon- 

Since tbe OSFTO issued patent to Hnica redtes osAy composite" to reflect a composite 
material compdsiiig f^mpgtgft ^ tip s^d a polvffuoratated hvdnx^arfaOTk one skilled in the art of 
rnaking tnatemls need vol be appraised of* any further explanation or any "sptscific definitions" of 
the cennri. '%)mposite'' is well known enough to stand alone in the patent of EHiocc, aiJd is 
therefore weQ known enough to stand alone in the application above,, as a material 




Tjfi additian^ the term "composite tnaterioP is a weR known term of ocwancrceused in thousands of 



issued patents. There is no requiremeat fbr an applicant to teach tbe meaning, construction of, or 
nxethod of a well known prior term activ^ used in coxnmeycc since at least ^nce 1912; 



Pearson's Urtll be oelebra:^igg SfOyears of St- Paul candy-tnakmg next moBth, aod the 
popularity of its salty Nut Rolls, bo^cious Kut Goodies^ and signature Mint Patties s3k>ws 
no ^gn of abating 

"The first ^co j n pm^it e " t-hGcofato bor^eaturing Tnarshmcdlaw^ ccaxnnel^ peanuts^ and 
miJkckocoiate^''^was the Gt}£>^^^oo Cluster^ which d^>utad just a few months before the 
Nut Goodie fn t^lX" 
See: http:/Avwwxitypaees.coin/I998-12-23Ae3taurants<^^ 
^^^^eccmber 1998 icomposite chocolate bar^ i.e conyositc jy?qrar/a/ chocolate bar " 



RefeTcace.com Bad^ground 

The most oriTn'Etive compoate materials comprised straw and mud m the fban of bricks foi: 
building constroction: the Biblical book ofExodus speaks of the Israelites being, oppressed by 
Pharaoh, by being forced to make bricks Without straw beuts provided. The ancient bjiclc-tnakLng 
process can stOI be seen on Egyptian tomb paintiiigs in the A^etropoHtari Museurn of Art 

JBcamitier's argument that ^plicant's lerminology "composite material." is "unclear," and the 
•subject matter ts unclear and thus it remlOT tbe dams indefiwte;" .undear as to what is 
encompassed by said i^nns." lacks merit, and has lacked merit, «nd iirpcdcd prosecution for cigbt 
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The following is a quotation of the first paragraprf^ of 35 U.S. C, 112: 

The specificafion shall contain a written description of the &wention, and of ^ manner and process of 
maJdng and using it. in such full, clear, concise, and exact terms as to enable any person skiled in the 
art to which a perteins. or with tf/tiich ft is most nearly connected . to make and use the same and sha« 
set forth the best mode conterriptated by the inventor of canning out his invention. 

Claims 76-81. 59, 90, 94 and 96 are rejected under 35 USC 112. first paragraph 
for being based on a non-enabling disclosure. 

\r\ regard lo claim 76, claim 76 can be construed to recite that the edible support 
comprises one or more elements a through m, and particulate matter and a 
homogenous comestible. The claim is based on a non-enabling disclosure, since rt is 
not seen that the specification supports one or more of elements a through m as well as 
having particulate matter and tie homogenous. In fact, since the edible support is 
disdostti as being a composite , how can "it be homogenous? The two are mutually 
inconsistent. Clarification and/or conection of the claim language is requested. That is. 
if the peculate matter and homogenous comestible are additionai to the support the 
claims, should reflect this. For purposes of examination, since applicant has not defffied 
composite edible support, this phrase wiil be construed to mean any t^o materials in 
contact with each other. Claim 77 redtes that the additional confection provides a 
"lollipop configiiration". Neither claim nor the specrfication is clear as to wtiat this 
means. Claim 79 recites that tfie supported comestible indtides means for inhubvting the 
breakage of the edible support. As disclosed, it is not dear what \% this ''means for 
inhibiting breakage^'. Similarly in claim 80 for the phrase means for providing a 
supported comestible "designed for a child". How would this supported comestible drffer 
from any other? What makes the comestible -designed for a child"? Claim 81 shares a 
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support structure of Musher is non-frozen prior to addition of liquid and freezing steps. 
Thus the cxDmposite support for a frozen confection as taught by Musher is not-frozen 
until the ice cream material is poured into the voids and the entfre structure is frozen 



\\\) Applicant's anguments fBgarding the ciainned invention 

3) Regarding the argument that "Musher's does not put voids In a support having 
two ingredient materials" (remarks, page 9) In response to applicant's argument that the 
references fail to show certain features of applic?ant*s invention, ft is noted that the 
features upon which applicant relies (i.e- voids) are not recited in the rejected dajm(s). 

b) Regarding the argument that "applicant's two ingredient materials need not be 
attached to each other", page 1 1 , has been considered, however, it is noted that the 
features upon which applicant relies (i-e. "two ingredient materials need nc^ be attached 
to each other") are not recftecl in the rejected clalm(s). 

c) Regarding the argument that "Musher's support must be crisp", page 12. has 
been considered, however, it \s noted that the features upon which applicant relies (i.e. 
"Musher's support nnust be cai^") are not relevant to the instantly datmed invention as it 
is not a limitalton that is required as recited in the rejected claim(s). 

d) Regarding applicant's argument that "applicant's support pnDvides surface area 
to first arKl second portions of a supporT (Remarks, pages 9-12) it is noted that the 
feaUires upon v^^ich applicant relies (I.e., applicants support provides surface area to 
first and second portions of a support) are not recited In the rejected cia!m{s), 

e) Reganjing applicant's argument that the "edible coating is placed between the 
two ingredient materials" (Paiges 13-14) it is noted ttiat currently rejected claims also do 
not recite the above statement 
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Thus the invention as recited in claims 53-78 are anticipated by Musher. 



Applicants arguments filed 02/18/2010 have been 1ully considered but Giey are 
not persuasive. 

On page 13 (last two paragraphs) of appttcanTs response {which is the first page 
of "Remarks" and has p,14 on top right of page con-esponding to page number of 
FAX), applicant raises Issues related to applications other than the one under 
examination and also that are not directly related to &ie examination of this 
application. As such, these issues will not be addressed in this office action. 

On psges 14-17, applrcant addresses issues related to claims that have been 
cancelled, and as such are now moot and issues related to pending claims will 
be addressed. 

On page 18, applicants angue regarding the 35 USC 112, first paragraph 
rejection of the redtation "synergistic strength of sustaining stress against 
breakage". This argument is not persuasive. Applicant has focused on 
explaining the meaning of the words and quotes Para [01 84] of specification in 
this context. The quoted part of specification does not provide a standard for 
ascertaining the requisite degree, and one of ordinary skill in the art would not be 
reasonably apprised of the scope of the invention, as it is not clear how much is 
the stress and hence it cannot be detenmine what is the strength required. 
Missing tills infomnatlon, it is not possible to be certain as to when this 
qualification is met arKi when it is not under different conditions. 

On pages 19-21 , applicant presents arguments about interpretation of the term 
"composite'' and "composite material". On pages 21-26. applicant further 
. presents arguments about the same issue. Examiner agrees with the definition 



Response to Arguments 
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of "a composite'' provided from the dictionary in last paragraph off page 19. As 
the word "'composite" Is weFI understood (see applicant's arguments on page 21 . 
2""* last Para), It is reasonable to interpret per the provided standard definition, 
which is relevant to the context in v/hich claims are presented in the specrficaBon. 
absent any special definition provided in the specification- Further, Musher 
teaches materials that are consistent with Ms deflnlteon. Musher teaches a 
method of making ice cream (frozen comestible) having an edible sup^rt 
structure that is an edible composite material (as it may be made of multiple 
materials like com flakes, wheat flakes, bran flakes that are bound together by a 
binding agent; see Page 1: Column 1, lines 37-46; Page 2: Column 1, lines 1-10 
and 33^3; Page 3: Column 2. Hnes 69-76; and Page 4; Column 1 , lines 1-12). 
As such, applicant's assertion that "Examiner has not given any evidence of 
composite material" (see page 25, 7**^ last line) is not persuasive. 

On page 22, lines 7-1 1 , applicant alleges that "Examiner has failed to show any 
evidence of a non-frozen s^upport". In response to applicants argument that the 
references fail to show certain features of applicants inventwn, it is noted that 
' V the features upon which applicant relies (i-e., a non-frozen support) are not ' 

nedted in the rejected claim(s). Although the claims are interpreted in light of the 
specification, limitations fn^m the specification are not read into the claims. See 
/n re Van Geuns, 988 F,2cl 1 1 81, 26 USPQ2d 1057 (Fed. Girl 993). 

On pages 22-23, applicant alleges that Musher does not show a "material that 
comprises two materials"- However, examples given by applicant from Musher 
such as "flakes" or similar materials combined with "binder material", shows two 
materials. For further evkience of two or materials forming a composite material, 
applicant is referred to Musher (Page 1: Column 1, Tries 37-46; Page 2: Column 
1. lines 1-10 and 33-43; Page 3: Column 2, lines 69-76; arKl Page 4: Column 1, 
lines 1-12). 
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Jun 24 10 10:52p ABoe Kiely ' ^ 914 24&«661 p32 
<^' ri^.723N f Kiely > GAU 1794 Amendmcnl A aftcrRCE 1 

jDictiooaiy in last paragraph of page 19: 

Merriaro Wetoster Dictionaty (refereoce V - 09/641 .410) IteTmitioBiJla. 
gompoHte^ fnnui.-> as 4 1 a -ioKd HBleriai ^^da is composed of rwo or more 
substances ha«ng different phy^cal characrterisrics and in v*ich eadi sabstance 
retains its identity while coDtributine desirable properties to the whole; especially : 
a strucnual matwiaJ made of plasdc wilhin ^-faicfa a fibrous material (as silicon 
carbide) is emberdded. 

Exanuner also points out that Masher dcK Dol tcadi "a composite" hv^iTr-minp A ppllcantxp fcad 
■y . ^^ ^ 1. lin.. ffl-7fi . ;md yaP ^ A- ^H.mn 1 , Ones 1-12, <t>age 6 of OA of 4/1/2010) v'hicfa 
mcludes: 

"...T1»ereapon after congelation aid hatdeniDg-ingoFttw??^^ paateri9b>tfceliqtild icecream 
mix, for instance is filleil into the openings and spaces of the stoructore- ' 

and fiirftiec directs Applicant to nicw sdi six drawings^ 

stgjport as taught by Mu^erCfigMres l-6)._-(pagc6ofOAof4/J/2010). 

In lespoose, all six figures show that tbe unit structure of Musher reqinres opei^ings and spaces, 
and is in feet noi solid, (einphasls added). 

Exaaiiner fiirther inst^cts AppilicantthetMusher teaches: "CPage 1. column 1 to Page 5. colunm 
2, iiiie40; Page 5 which inclodcs: 

-b. ochsr «o«ls. in the making of a» ice crc-m confection, for instance, it is it is expected 
that the icecream sbonldb^ the predonmiant flavor element and that it should be the base 
material. In view of flus it istbeie&ie desired fliat the unit struoure (rf dns invention 
-h-,... . fx^ ^..^ cro^oe or rtmrion within jts mvn ^m^^t^n, ft»xm. 
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